Appl. No. 10/678,512 

Response to Office Action of March 4, 2005 

REMARKS 

This Response is submitted in reply to the Office Action mailed on March 4, 
2005. Claims 1,2. 55, 56, 58, 59, 61, 62. 80, 90, 92, 99, 100. 109, 110, 112, 118. 125, 
126, 139 and 140 have been amended to better define the invention. Claim 141 has 
been cancelled. A Petition for a Three-Month Extension of Time is submitted herewith. 
A Request for Continued Examination (RCE) is submitted herewith. A check in the 
amount of $1,020.00 is submitted herewith to cover the cost of the three-month 
extension of time and a check in the amount of $790.00 is submitted herewith to cover 
the cost of the RCE. Please charge Deposit Account No. 02-1818 for any insufficiency 
or credit the account for any overpayment. 

In the Office Action, Claims 1 to 14 and 16 to 45 were rejected under 35 U.S.C. 
§102(e) as being anticipated by U.S. Patent No. 6,632,140 to Berman et al. {"Berman"). 
According to the Office Action, the Affidavit of Paulina Rodgers under 37 C.F.R. §1.31 
filed on November 1 , 2004 was ineffective to overcome the Berman reference because: 
(1) the evidence submitted in the affidavit is allegedly insufficient to establish a 
conception of the invention prior to the effective date of the Berman reference, and (2) 
the Berman reference is allegedly claiming the same invention. It is respectfully 
submitted that the evidence submitted in the Affidavit applies to the amended claims. 

1. The evidence submitted in the affidavit is sufficient to establish a 

CONCEPTION OF THE INVENTION PRIOR TO THE EFFECTIVE DATE OF THE BERMAN REFERENCE. 

Berman is not prior art to the presently claimed invention. The presently claimed 
invention was conceived and reduced to practice prior to the effective date of Berman 
which is July 16. 2001 . The Affidavit of Paulina Rodgers and the documents submitted 
therewith demonstrate that the claimed invention was conceived at least as early as 
April 17, 2001, and the claimed invention was reduced to practice before July 16, 2001. 
Therefore. Berman is not prior art to the presently claimed invention under §1 02(e). 

According to the Office Action, the evidence presented in Exhibits A to D 
submitted in support of the Affidavit allegedly lacks nexus to the claimed invention 
sufficient to show conception of the invention. Applicants respectfully disagree with this 
conclusion and the analysis used to arrive at the conclusion. 
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At the time of the present invention and at the time of the reduction to practice of 
the present invention, the assignee of the present application (IGT) and its affiliates 
were in the business of manufacturing and selling gaming devices or machines that 
include cabinets, one or more display devices supported by the cabinets and where are 
controlled by at least one processor. Thus, what the present inventors invented was 
clearly for such machines. 

Contrary to what is suggested in the Office Action, each element of the claims is 

disclosed in the evidence presented. In Exhibit D, for example, the invention is 

described as follows: 

Bonus is initiated by 3BN [three bonus numbers] on the 
played line with any number of coins bet. There are three 
reels in the top box. Reels will spin to the value or Diamond. 
Values will be added to the bonus meter in VFD [value field 
display] and Diamond will stop that reel. The bonus is over 
when all three reels show Diamond on the payline. 

The chart below matches each of the elements of amended Claim 1 with the portion of 
the description in Exhibit D corresponding to that element. 



Elements of Claim 1 


Exhibit D Evidence 


a cabinet; 


The inventor clearly used this term "top 
box" to mean on a top box of a cabinet. 
The pictures clearly show a gaming device 
cabinet. 


A primary game controlled by the at 
least one processor, supported by the 
cabinet in a first position and operable 
upon a wager by a player; 


"Bonus is initiated by 3BN on the played 
line with any number of coins bet." 


a display device supported by the 
cabinet and operable with the at least one 
processor to display the primary game; 


"Bonus is initiated by 3BN on the played 
line with any number of coins bet. There 
are three reels in the top box." 


a plurality of symbols on each reel; 


"Bonus is initiated by 3BN on the played 
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line with any number of coins bet. There 
are three reels in the top box. Reels will 
spin to the value or Diamond." 


a plurality of awards associated with 
said symbols; 


"Values will be added to the bonus meter 
in VFD..." 


at least one indicator associated 
with each of said reels 


"Bonus is initiated by 3BN on the played 
line with any number of coins bet." 


at least one terminating condition 
associated with at least one of said reels; 




wherein the at least one processor is 
operable to independently activate each of 
the plurality of reels, independently stop 
each of said reels, 


"Reels will spin to the value or Diamond." 

"Diamond will stop that reel. The bonus is 
over when all three reels show Diamond 
on the payline." 


provide the player any of said awards 
associated with said symbols indicated on 
said stopped reels, 


"Values will be added to the bonus meter 
in VFD." 


deactivate at least one of said reels when 
the terminating condition associated with 
said reel occurs, and independently re- 
activate said stopped reel if said reel is not 
deactivated. 


"Diamond will stop that reel. The bonus is 
over when all three reels show Diamond 
on the payline." 



Furthermore, Exhibit A clearly demonstrates at least two independently activated 
mechanical reels supported by a cabinet. Similarly, the computer-generated 
illustrations included in Exhibit B demonstrate at least two independently activated 
mechanical reels supported by a cabinet as recited in the claimed invention. Exhibits C 
and D provide further evidence of conception and reduction to practice in initiating 
development for commercialization as illustrated in Exhibit C and further development 
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for commercialization as illustrated by the probability tables included in Exhibit D. 
Collectively, the Exhibits demonstrate conception of the invention and its reduction to 
practice prior to July 16, 2001 , the effective date of Berman. 

2. Berman does not claim the same invention. 

Applicants have amended Claims 1, 55, 58, 61, 80, 89, 99. 109, 125 and 139 and 
respectfully submit that the amended claims and the claims in Berman are directed to 
distinct inventions obviating any need for interference proceedings. Therefore, the 
Affidavit of Paulina Rodgers is appropriately filed under 37 C.F.R§ 1.131. 

For example, Claim 1 of the present invention is directed to a gaming device 
operable under the control of at least one processor. The gaming device includes a 
cabinet and a primary game supported by the cabinet in a first position and at least two 
independently activated mechanical reels supported by the cabinet in at least one 
second position separate from the first position. The primary game is controlled by the 
at least one processor and is operable upon a wager by a player, and the at least two 
independently activated mechanical reels are operated independent of the primary 
game. The gaming device also includes a display device supported by the cabinet and 
operable with the at least one processor to display the primary game. In addition, the 
gaming device includes a plurality of symbols on each reel, a plurality of awards 
associated with the symbols, at least one indicator associated with each of the reels and 
at least one terminating condition associated with at least one of the reels. The at least 
one processor is operable to independently activate each of the plurality of reels, 
independently stop each of the reels, provide the player any of the awards associated 
with the symbols indicated on the stopped reels, deactivate at least one of the reels 
when the terminating condition associated with the reel occurs, and independently re- 
activate the stopped reel if the reel is not deactivated. 

Berman claims a display grid of display cells. A plurality of those display cells 
are designated in a standard mode of operation as active display cells for a bonus mode 
of operation. During the bonus mode of operation, symbols are generated in those 
active display cells. Therefore, Berman does not claim the same patentable invention 
as the presently claimed invention as defined in 37 C.F.R. §1.601(n). Accordingly, 
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because Berman is not prior art to tlie presently pending claims in view of the Affidavit, 
the rejection should be withdrawn. 

3. Berman does not render the presently claimed invention obvious. 

Assuming, arguendo, Berman is prior art to the claimed invention, Berman does 
not render obvious the combination of elements of the claimed invention. Berman does 
not render obvious, among other elements, a cabinet and a primary game supported by 
the cabinet in a first position and independently activated mechanical reels supported by 
the cabinet in at least one second position separate from the first position and operated 
independent of the primary game as recited in each of Claims 1 , 58, 61 , 80, 89, 99, 109. 
125 and 139. 

Similarly, Berman does not render obvious, among other elements, a first display 
device adapted to display a primary game controlled by the at least one processor and 
a second display device separate from the first display device adapted to display a 
plurality of independently activated reels operated independent of the primary game as 
recited in Claim 55. 

Berman also does not render obvious, among other elements, an occurrence 
probability associated with each terminating condition, wherein one terminating 
condition has a higher probability of occurring than another of said terminating 
conditions and a processor operable to independently de-activate the reels when the 
terminating condition occurs for the reels based on the occurrence probabilities as in 
Claim 80 of the claimed invention. Berman describes raising the chance that a stop 
bonus symbol will occur in the context of removing continue bonus symbols from the 
reel strips. Berman, column 11, lines 4-8. Deactivation and elimination of the display 
segment when a stop-bonus symbol is associated with the display segment, however, is 
only one terminating condition. Therefore, Berman does not render obvious associating 
an occurrence probability with other terminating conditions as in the claimed invention. 

Additionally, Berman does not render obvious a plurality of low value awards 
associated with the symbols on at least one of the reels, a plurality of large value 
awards associated with the symbols on at least one of the reels and an activation 
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probability associated with at least one reel, wherein each reel is activated based on the 
activation probability associated with the reel as in Claim 89. 

Therefore, even if Berman can be considered prior art, Applicants respectfully 
submit that, for at least the reasons discussed above, independent Claims 1, 55, 58, 61, 
80, 89, 99, 109, 125 and 139 are patentably distinguished over Berman. 

Accordingly, Applicants respectfully submit that the evidence submitted in the 
Affidavit is sufficient to establish a conception of the invention prior to the effective date 
of the Berman reference and that Benvan does not claim the same patentable 
invention. Furthermore, even if Berman is considered to be prior art, Benrian does not 
render obvious the presently claimed invention. Therefore, Claims 1 to 14 and 16 to 
145 are in condition for allowance. 

Claim 15 is rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Berman in view of U.S. Patent No. 6,033,307 to Vancura et al. Claim 15 depends from 
independent Claim 1 which is in condition for allowance as discussed above. 
Therefore, Claim 15 is also in condition for allowance. 

Claims 2, 59, 62, 92, 100, 110, 112, 119 and 140 have also been amended to 
clarify the present invention and are not amended for purposes of patentability. Claim 
141 has been cancelled without prejudice or disclaimer. 

An earnest endeavor has been made to place this application in condition for 
allowance and such allowance is courteously solicited. If the Examiner has any 
questions related to this Response, Applicants respectfully submit that the Examiner 
contact the undersigned. 



Respectfully submitted. 




Adam H. Masia 
Reg. No. 35,602 
P.O. Box 11 35 



Chicago, Illinois 60690-1135 
Phone: (312) 807-4284 



Dated: September 2. 2005 
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